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“THE END OF THE RAINBOW?”: RECENT JUDICIAL DECISION S ON THE
REGISTRATION OF COLOUR TRADE MARKS.

DAVID PrICE”

| | NTRODUCTION

The UK'’s Patents, Designs and Trade Marks Act 1888oduced provision for trade
marks in colours. However, notwithstanding thiatwiory provision, there was an
ongoing conservative approach to the approval ddurotrade marks. In 1887, the
Chancery Division considered an application for tegistration of the colours blue,
white and red in the form of @ricolor, on a label for a well-known brand of French

coffee! In handing down his judgement, Kay J remarked:

“...you cannot register a mark of which the only uistion is the use of a colour,
because, practically under the terms of the aat,wlould give you a monopoly of all
the colours of the rainbov".

The application was refused, but on the groundsthigatrade mark lacked distinctiveness
independently of the colour, and that the colououdth, in essence, be deemed an

accident.

This paper examines the recent judicial decisionstte registration of colour trade
marks in respect of two longstanding and contestases, namely BP Amoco plc (BP)
in respect of the colour green and Cadbury SchwefPadbury) in respect of the colour
purple. With both possibly well nigh at the endtloéir respective litigation rainbows —

with nary an oil strike or purple patch in sightey have been the catalyst for the

“School of Law and Business, Charles Darwin UnitgrsThe author can be contacted at
david.price@cdu.edu.au

! Re Hanson's Trade-Ma(#887) 37 ChD 112, 116.

%Ibid, at 118
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establishment of new parameters for the distino#ge requirements of colour trade

mark registration.

II T HE TRADE MARKS ACT 1995(CTH)

In Australia, theTrade Marks Act 1998Cth) (TMA) provides for the recognition of
colour, scent, shape or sound, as a trade markde\vt is capable of distinguishing, in
the course of trade, the proprietor's goods origesvirom those of other traders. S.41
establishes the requirements for determining distieness. In deciding whether a mark
is distinctive the Registrar of Trade Marks (Regigtmust consider whether the mark is

inherently adapted to distinguish the applicant®ds or services (s.41(3). If not, the

%441(3) [Threshold question in deciding whether kn@apable of distinguishing goods]
In deciding the question whether or not a tradekrmgacapable of distinguishing the designated gawds
services from the goods or services of other perdhe Registrar must first take into account tktere
to which the trade mark is inherently adapted stijuish the designated goods or services from the
goods or services of other persons.
41(5) [If mark is to some extent inherently adagtedistinguish]
If the Registrar finds that the trade mark is tansoextent inherently adapted to distinguish the
designated goods or services from the goods oicesref other persons but is unable to decidehan t
basis alone, that the trade mark is capable ofstimguishing the designated goods or services:
(a) the Registrar is to consider whether, becatifeeccombined effect of the following:
() the extent to which the trade mark is inhdseradapted to distinguish the designated goods or
services;
(i) the use, or intended use, of the trade markheyapplicant;
(iii) any other circumstances;
the trade mark does or will distinguish the desigdaoods or services as being those of the apylica
and
(b) if the Registrar is then satisfied that thelé¢ranark does or will so distinguish the designagieaids or
services — the trade mark is taken to be capabiistihguishing the applicant's goods or servicemf
the goods or services of other persons; and
(c) if the Registrar is not satisfied that the &adark does or will so distinguish the designateddg or
services — the trade mark is taken not to be capabtlistinguishing the applicant's goods or sewic
from the goods or services of other persons.

41(6) [Where mark is not to any extent inherentigyated to distinguish]

If the Registrar finds that the trade mark is nmtahy extent inherently adapted to distinguish the
designated goods or services from the goods oicesref other persons, the following provisionslgpp

(a) if the applicant establishes that, becaus@@tktent to which the applicant has used the tnaai
before the filing date in respect of the applicatiid does distinguish the designated goods oricEs\as
being those of the applicant — the trade mark kerato be capable of distinguishing the designated
goods or services from the goods or services @rgibrsons;

(b) in any other case — the trade mark is takerntanbe capable of distinguishing the designatedigoo
or services from the goods or services of othesqres.”
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Registrar must then decide whether the mark isstomé extent inherently adapted to
distinguish" those goods and services and if seethdr its "use or intended use" will
distinguish them (s.41(5)). If the mark is not irdgly distinctive the Registrar must
consider whether the mark is distinctive in facd{$6)). If the mark has the capacity
either inherently or by use to distinguish the lm@nt's goods or services, it may be

registered.

Hence, s.41(5) may be applied where there is alrsathe inherent adaptation in the
mark, whereas s.41(6) applies where there is neramt adaptation but where, due to the
extent to which the applicant has used the mar&rbehe filing date of the application

for registration, the mark has acquired its owrtigisiveness.

These have been the key issues around which apptisdor registration of colours, and
particularly a single colour, and the oppositiorstch registration has largely revolved,

and on which the applications have succeeded ledfai
Il E ARLY DETERMINATIONS ON COLOUR REGISTRATIONS

Between the TMA'’s introduction in 1995, and thelflaic judgement in December 2002,
there had been few applications for registratioa oblour trade mark, some limited dicta
considering the registrability of colour matksind some reported Australian Trade
Marks Office (ATMO) decisions denying registratimmsingle colours. At the time of

the Philmac case, there were approximately 70 coloarks registered under TMA

See Jani McCutcheon, “How Many Colours In ThenBaiv? The Registration Of Colour Per Se Under
Australian Trade Mark Law'European Intellectual Property Revie2004, 26(1), 27-33 for a summary
of pre-Philmac cases, and an analysis of Philnsee alsd<enman Kandy Australia Pty Ltd v Registrar
of Trade Marks(2002) 56 IPR 30; [2002] FCAFC 273, Lindgren J14t0; Koninklijke Philips
Electronics NV v Remington Products Australia Py (1999) 44 IPR 551; [1999] FCA 816, Lehane J,
46.

® See Cadbury Ltd (2002) 55 IPR 561; Minnesota Mjrand Manufacturing Company (yellow) [2002]
ATMO 8 (January 24, 2002); Flower Carpet Pty Ltahkp[2001] ATMO 35 (May 11, 2001); Philmac

p/l, [2000] ATMO 132 (December 14, 2000); MultixyRttd (red) [ATMO] 36 (16 April 1999); Notetry
Ltd (yellow & silver) (1999) 45 IPR 547.
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s.41(3), the vast majority being for composite aodp combinations of colour and shape,
packaging or word8. Only a handful of single colour marks had beeagistered under
TMA ss.41(3), 41(5) or 41(6).

However, there have been some successful apphesatioc/euve Cliquot, for example,
was successful in registering the colour oranget$oproducts, but not within the scope
of its original application, and only after the lmsion of a greater degree of
specification’ The Delegate of the Registrar found that the wotyrange alone had no
inherent adaptation to distinguish Veuve Cliquobhed and could not be considered for
registration under s.41(8)This meant that it could only be considered égistration in
terms of s.41(6). Because of the extent to whith\feuve Cliquot had used the mark
before the filing date and on champagne labels,cihleur orange distinguished its
champagne and sparkling wines, as at that dateweker, as a further indicator of a
narrower and stricter application of TMA s.41, belegate approved registration of the
colour orange, subject the application being cadino just champagne and sparkling

wines, and the use being confined to their lablelseg

Prior to BP, the leading case on single colourdrathrk registration was the Federal
Court decision of December 2002 Rilmac Pty Ltd v The Registrar of Trade Matks.
Philmac has been described as the first judiciatisten directly considering the

registrability of colouper seas a trade mark under the TMA.

Philmac, a manufacturer of irrigation fittings, gbti to register the colour terracotta
applied to the connecting inserts and split rinfggsgplastic compression fittings for rural
polyethylene pipe. The ATMO rejected the origiapplication under ss.41(3) and 41(5)

® See McCutcheon, above n 4, 1-2.

; Veuve Clicquot Ponsardin, Maison Fondée En 18r2nge) [1999] ATMO 12 (31 March 1999).
Ibid, 5.

° Ibid, 7. "The trade mark consists of the colotange, as represented on the application formpwised
as the colour of a label".

' philmac p/l v The Registrar of Trade Mafg902] FCA 1551 (13 December 2002). ATMO Applioati
No. 796572.

 McCutcheon, above n 4, 27.
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because the coloured goods would not "appear dhiagymore than a decorative feature
to the consumer? The placement of an almost ordinary colour (asga) on some
small part of a fitting, and where it would not$een in the course of ordinary use (once
connected to other fittings), did not develop fumeatal trade mark qualities. On the
evidence presented, the application also failedeursdd1(6) as not distinguishing the
applicant’s goods, the Hearing Officer noting irrtigallar that the mark was used in
conjunction with another sign obviously perceivedaatrade mark, namely the brand
name 'PHILMAC".

On appeal to the Federal Court, Mansfield J helt the terracotta of the irrigation
fittings was not inherently adapted to distinguishder TMA ss.41(3) or 41(5).
Accordingly, he declined registration; however,foend that the colour was distinctive

in fact because of use prior to registration armngiéed registration under s.41(6).

His Honour observed that, to suggest that a sioglleur applied to goods may never be
inherently adapted to distinguish an applicant'edgofrom those of others, would be
inconsistent with the provisions of the TMA whicbntemplate that a colour may serve
as a trade mark. It would therefore not be iroetance with the TMA to reject a trade
mark purely on the basis that rejection would se@amonopoly over part of what is in
reality a limited resource. He considered thatdineumstances in which colour applied

to goods would be inherently adapted to distingwisine limited to the following:

the mark is not descriptive (i.e. cannot evolstade or condition);

- the colour is not functional;

- the colour is not the result of a natural or narmanufacturing process;

- the colour is not used where it is an importdatrent of competition within the

industry™®

21bid, 28.
13 philmac, above n 10, 65.
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Since Philmac, the ATMO has experienced a subsfaimcrease in the number of
applications for colour trade mark registratiomsboth single colour and multiple colour
combinations. At the time of writing, there are20340 applications and registrations on
the ATMO register, distributed reasonably evenlyoas single colour, multiple colour
and colour/device groups. The full impact of thapglications on the registrability of
colour marks in the Australian context has yetultyfrealized. Of the 23 applications
lodged in 2005, most have been accepted for ragmtr without opposition, with a few
still under examination. Most of the 75 or soded in 2006 and in 2007 to date are still
under examination. The recent judgements in theaBd Cadbury cases may well have

some bearing on the outcomes for these applications

IV T HE NOT-SO-JOLLY GREEN GIANT

The recent litigation in Australia by both Cadbaryd BP has been part of their global
campaigns to ensure exclusive use of their respectaimed colour marké. Both have
also initiated litigation against other companieBowthey perceive infringe on their

claimed or granted exclusive rights to the usénefrespective colours.

“ - the colour does not serve a utilitarian funatithat is, it does not physically or chemicallpguce an
effect such as light reflection, heat absorptian et
- the colour does not serve an ornamental functiat:is, it does not convey a recognised meaniog s
as the denotation of heat or danger or environrtismta
- the colour does not serve an economic functiwat is, it is not the naturally occurring coloureof
product and registration of that colour in respddhat product would not thereby submit competing
traders to extra expense or extraordinary manufagtprocesses in order to avoid infringement;

- the colour mark is not sought to be registere@apect of goods in a market in which there isowvgn
competitive need for the use of colour, and in Whitaving regard to the colour chosen and the gonds
which it is sought to be applied, other properlytiwated traders might naturally think of the colour
[and] use it in a similar manner in respect ofrtigeiods."

14 BP has been successful in gaining registratiagre@én as a trade mark, either alone or as the
predominant colour, in New Zealand, Andorra, Bereghrerbaijan, France, Germany, Guernsey,
Indonesia, Jersey, Poland, Singapore, Spain, S\itek Turkmenistan, UK, Hong Kong, Fiji, Malaysia,
Mozambique, Philippines, Ukraine, and the Uniteat&t; se@8P plcv Woolworths Limited2007]
HCATrans 249 (25 May 2007). BP has also initidiightion against other companies who it perceives
infringes on its granted exclusive rights to the aéthe colour green; s&® Amoco p/l v John Kelly
[2002] FSR 5. See Norma Dawson, “The Power of @ailo Trade Mark Lawizuropean Intellectual
Property Law Review2001, 23(8), 383-388 for an analysis of the BP ihKease.
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In Australia, BP lodged applications in 1991 an®39or registration of the colours
green and yellow in association with its serviagishs, the first covering core goods and

services.> Both applications were subsequently amendedetadtour green only.
The amended first application included the endoesgm

"The trade mark consists of the colour GREEN aplpéis the predominant colour to

the fascias of buildings, petrol pumps, signagerd®a— including poster boards,

pole signs ... all used in service station compdre sale of the goods and supply of
the services covered by the registration”.

The second application, as amended, included a siemjar endorsement, essentially

extending the registration to BP services not aedém the first application.

The applications were examined and advertised aepéed on 17 July 1997.

Woolworths, which also uses a combination of greem other colours for its

supermarkets and associated fuel outlets, opposgidtration. The Delegate of the
Registrar held that, in respect of s.41(5), thekntead only a very small amount of
inherent adaptation to distinguish, and evidenesgmted by BP fell even further short of
meeting the more demanding factual test under&)4I{he Delegate found that neither
mark claimed was not capable of distinguishing Bf¢leds and services, and refused
both applications. The Delegate also consideratithie first application was for a device

of a green square and had been improperly amendettary to TMA s.65.

> ATMO application No. 559837 (originally three ajoptions but consolidated into one in 1995) of 17
July 1991, covering goods and services in classds& 37, and included a square of green paper with
the endorsement “the trade mark is limited to thleur green as shown in the representation attatcthed
the application form”. Application 676547 of 25Blser 1995 covered services in class 42 and indlude
a representation of a petrol station with the eselment “the mark consists of the colour green agpb
the exterior surfaces of the premises used forstigply of the said services as exemplified in the
representation attached to the application.”
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BP appealed the ATMO decision before the FederalrCm October 2004, and

Woolworths again opposed registratién.

The challenge for BP has been to establish thashlagle of green of its application has
acquired a secondary meaning by being identifiethénminds of the public specifically
with its goods and services as distinct from otheters; and that prior to the application
filing date, BP has used the colour as a trade meabadge of origin, and not merely as
an indicator of association with BP and its prodwaid services.

However Finkelstein J identified what he saw asablem of a different order with the

BP application. BP’s get-up consists of more tbhae feature, namely the shield, the
letters BP, and use made of the colours white alidw, as well as the colour green.
While green is accepted as BP’s dominant colous, anly one aspect of its total image.
The question that arises in these circumstanceséther it is possible to dissect that
total image and obtain trade mark registrationrdy @ne component of the whole image.

Drawing on US authorities in the absence of EnglisAustralian authorities, his Honour
considered that the relevant principles that cobtl applied were that separate
components of a single get-up or design may quédifyregistration as a mark.They
would be capable of registration if each featurastdered separately distinguished the
goods or services in question. If the get-up ongiesreated "a separate and distinct
commercial impression" then the separate parts dvaot be registrable. However, it
would be sufficient if each separate part createshgpression which was totally separate
from the others, and was distinctive in that itfpens the trade mark function of
identifying the source of the goods and servicezigiomers.

His Honour reached the conclusion that, althoughdblour green was not inherently
adapted to distinguish BP's goods and servicesipatdo TMA ss.41(3) and 41(5) the

1®BP plcv Woolworths Ltd2004] FCA 1362 (25 October 2004).
7 bid, para 64.



- S, WS, N R T e, "W, N T
Australasian Law Teachers Association - ALTA
2007 Refereed Conference Papers

colour depicted in the applications had acquiredseaondary meaning to become
distinctive of BP's goods and services. Hencectileur green of the applications had

acquired distinctiveness, and satisfied the requergs of s.41(6) because:

"Customers identified BP's service stations bydbleur green alone, independently
of the shield. These are the reasons. First, BiReisonly service station that used
green as the predominant colour on its get-up wimenapplications were filed.
Second, BP has made extensive use of the coloen gmeits get-up — not only with
the implementation of Project Horizon but as eadyl956 when green was adopted
as one of BP's corporate colours in Australia. dhihe colour green has featured
prominently in the company's advertising.”

Accordingly, Finkelstein J allowed the appeal by, BRd directed that the applications
proceed to registration.

Appealing against the decision to the Full Fedé&aurt, Woolworths argued that the
primary judge had erred by considering the distwectess of green alone and not the
distinctiveness of the mark in its full scoPe.lt also argued that the primary judge
should have focused on whether the colour greendesmh used by BP during the
relevant period as claimed in the application hsadge of origin, rather than whether the
colour was associated with BP, its get-up or packp@f goods generally. The Full
Federal Court was sympathetic to Woolworths’ argutsienoting: "In our view, there are
obvious dangers in approaching these issues byerefe to the get-up of the service

stations."®°

The focus of the primary judge's inquiry should dndbeen on the use of the marks
applied for, rather than use of colour as part hed get-up or packaging of goods
generally. What needed to be decided on appeahasher BP's marks had become
distinctive because of prior use. Pursuant ta(§)the primary judge was required to

give specific consideration to the extent to whiRih had used each of the trade marks

'8 bid, para 65.
¥Woolworths Limited v BP plc (No.p)006] FCAC 132 (4 September 2006).
D bid, para 82.
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applied foras a markbefore the date of filing and whether that use wafficient to

distinguish the designated goods and servicesiag tieose of BP.

Whilst survey evidence was presented to show tisbrically there has been a strong
association between the colour green and BP, sncassociation did not lead to the
conclusion that the use of the colour has includee, as a trade mark, of either green
alone, or green as the predominant colour. Thes rfa®t that consumers associate green
with BP did not satisfy the test of distinctivenessequired by s 41(6).

The Full Federal Court found that the primary judge erred on three points of law,

namely:

- “by directing his attention to the 'get-up' of thervice stations, as opposed to the
use before 1991 or 1995 of colour as a trade nvenkether green, or green and
yellow ...;

- by not considering whether BP's use of the coloaeg prior to 1991 and 1995
constituted trade mark use of the marks claimatienapplications, such that they
had become distinctive of BP's goods and servicas], in particular by not
considering the full scope of each of the marksabking whether BP had used
the colour green as the predominant colour wittoyebr any other colour;

- in treating the survey as evidence that the tradeksnthe subject of the
applications must have been in use as trade mafksebdthe priority dates, so as

to distinguish BP's goods and servic&s".

However, the Court agreed with the primary judgattthe colour green was not
inherently adapted to distinguish BP’s goods amdiges. As the Court noted, the green
was never used without its “ever-present companjeliow”, and the green could not be

extracted from the total image of BP’s get-up tmstidute evidence of use as a trade

2 bid, para 121.
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mark. Consequently, use of the colour green aadetmark could not be established.

Accordingly, the Court ruled that:

"In our view, BP failed to establish as at July 199 October 1995 that it had used
each of the trade marks it had applied for, thareen as the predominant colour of
the parts of the service station referred to in é@melorsements with any other
(unspecified) colour. Nor in our view did BP estslblas at July 1991 or October
1995 use as a trade mark of the colour green dlonespect of the parts of the
service station referred to in the endorsemefits."

In July of this year, another chapter, but not ssadly the final chapter, in the ongoing
colour green saga was written when the High Caefased BP's application for special
leave to appeal from the judgment of the Full Fal€ourt*® Counsel for BP submitted
that there were aspects of trademark law that wepeorably sliding out of control, and
that only the High Court could bring it back to ftse course. They argued that by a
series of decisions culminating in the Full Fede@dburt's decision to disallow
registration, successive Federal Courts had faitecppreciate the true nature of a
trademark as defined by TMA s.17.And core to BP’s argument was the submission
that one colour predominant amongst a number afuslin the same get-up — such as
the BP green amongst its gold or other coloursiHdcact as a trademark under TMA
s.41(6).

Their Honours were not moved by the BP submissihile the Full Federal Court held
that such words “applied as the predominant col@u€’ words of limitation since they
imply the required use of another or other cololB®, tried to argue that such an
approach was an error in law and fact, and thaCert erred in not “disaggregating”
green from the other colours used in its trademarks

#bid, para 122.
ZBP plcv Woolworths Limited2007] HCATrans 249 (25 May 2007)
*Ibid, 249.
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Gummow J noted that many of the issues BP raiseits iappeal to the High Court
presented issues of fact, "the resolution of whiculd raise no point suitable for the
grant of special leave". In the final analysisn@oow and Hayne JJ were not persuaded
that that the contentions held by BP that the Fatleral Court had made errors of law in
its construction of provisions of the TMA enjoyedffient prospects of success to
warrant a grant of special leave. On the othedhKirby J was prepared to grant leave,
but only in respect of those matters arising unbderTMA, and not on those concerning
the powers of the Federal Court.

Throughout the hearing reference was made on niae dne occasion to the purple
saga, with Kirby J mindful that “we are all on roatithat the Cadbury purple is wending
its way and may end up here”, noting that “at leaghat, counsel have not yet shifted
their ground at the last minute to try and embmmeeuple of colours?® He also noted
that “the fact that special leave was refused is ¢ase would govern the outcome of a
decision in the&Cadbury casg?

As has been suggested by more than one commenBformay well have erred
strategically in amending its original applicatidom green and yellow to merely
green?’ The Full Court opined that the application was feo a “single colour” trade
mark at all, but for a mark the predominant colotiwhich was green but which also, by
necessary implication, included one or more difierend unspecified colouf&. And
only one colour — namely the green — was specifigde application.

Time will tell whether this is the end of the raovb for BP’s campaign to secure its
exclusive use of the colour green as a trade md@FR. has separately registered the

% bid.

% bid.

2" See Campbell Thompson and Bill Ladas, “How GreeMy Trade Mark?: Woolworths v BP”,
European Intellectual Property Revie207, 29(1), 29-35 at 34 & n43; “BP’s RegistratafiColour
Green’ Trade Marks Overturned®pcus,September 2006, Allens Arthur Robinson,
<http:/Mvww.aar.com.au/pubs/pta/fotmsep06.htat 30 August 2007.

BP, above n 19, 125.
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colours green and yellow as composites, and grgalgw, and white as composites,
both without oppositioR® but has struck opposition to its application tgister a green
striplight as a single colour mark.

V THE NEw COLOUR OF ‘CADBURY PURPLE’

Cadbury Limited (Cadbury) first filed a trade mapplication on 25 November 1998 for
a range of shades of the colour purple in respéagjoods or services in class 30
(chocolate)!

The application went through a series of ATMO intdrexaminations and amendment
until its final form of 1 September 2003. Amongs amendments was the removal of
reference to the Pantone formula to identify thadsls of purple for which registration
was sought, following the view expressed by theional examiner that the Pantone
system was not appropriate to describe a mark. fiflaé form of the description thus

appeared as:

2 ATMO, Application No. 728556 lodged 24 Februar@I%nd registered without opposition on 3 May
2002; Application No. 1118600, lodged on 1 Septan2085 and registered without opposition on 11
December 2006. The second application, in cla&s@s, 37, 38, 39, 40, 42, 43, 44, and 45, includes
following endorsement:

“The colour GREEN appears principally on the canguymps, shop fascia and main identification
board; GREEN also appears with the colour YELLOW/anWHITE on other component parts of the
service station shown in the reproduction in b@nd in the device element (the circular decalhén t
centre of the canopy fascia and on the main ideatibn board.; Mark Description: The mark conséts
the colours GREEN (Pantone 348C), YELLOW (Pantdd@Cl) and WHITE (RAL 9016), the letters
"bp" and the device element in the representatimciaed hereto, applied to the exterior surfaces of
buildings, canopies, pole signs, shop fascias #met component parts of service stations. *”

%9 ATMO application No. 1016694 for the classes 4,385 43, with the endorsement “the trade mark is a
green striplight (neon, LED or similar) affixedttte edge of the canopy over the petrol pumps atheh
service stations as shown in the representatiactat to the application form.* Provisions of
subsection 41(6) applied.*”

3 ATMO Application No. 779336. The application delsed the mark as follows:

"The trade mark consists of the colour purple shid trade mark being adopted as the substant@irco
of packaging used in relation to the nominated godtie colour is the shades of purple corresportding
the following references in the 1997-1998 Pantoole@ Formula Guide: 2597c¢. 2607c¢. 2617c¢. 266c.
268c. 269c. 2685c. 273c. 274c. Violet C. 2735c527hd 2755c."
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"The trade mark is the colour PURPLE depicted erépresentations attached to the
application form used as the substantial colourpatkaging in relation to the
nominated goods."

In the first instance, the ATMO refused registmataf the mark on the grounds that it had
no inherent adaptation to distinguish Cadbury’s coffates, pursuant to s.41(5), but
invited Cadbury to provide evidence of trade marke uin accordance with the

requirements of s.41(6). Cadbury submitted thatas more appropriate to assess the
trade mark under the provisions of s.41(5), butenéneless provided evidence of use

which it felt met the requirements of s.41(6), wwiilh success.

During a hearing in June 2002 before the Delegzddpbury submitted that:

“Where ...the evidence establishes that the owasitéiken the colour and effectively
incorporated it as a salient element of its owmidyg then the nexus between the
goods, the colour and the trader is complete .furtber enquiry is required in order

to find that the colour does distinguish in theewant sense because all of the
elements have in fact become inseparable in the ofithe consumer’?

The Delegate was not moved by the Cadbury submisgiading that the colour purple

as an aspect of packaging for chocolate and coofesy was not to any extent

inherently adapted to distinguish. While it was matcepted that Cadbury enjoyed
commercial prominence in the moulded chocolate etarknd extensively used the
colour purple in its packaging and marketing, theleldate was not convinced that the
colour was functioning as a trade mark or thatetessarily distinguished Cadbury’s
chocolates from other traders. Accordingly, shil leat Cadbury had not established
that the colour purple distinguished Cadbury's go@ohd, as required by TMA s.41(6),
rejected the applicatiofi.

% Cadbury Limited [2002] ATMO 56 (28 June 2002).
*bid.
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Cadbury appealed from this decision to the Fedémlrt. The matter was settled by
consent, in respect of "chocolate", by orders maae30 July 2003, and the ATMO
advertised the application as accepted on 18 Séete?®03.

Darrell Lea Chocolate Shops Pty Limited (Darrella)diled notice of opposition in
November 2003 on grounds relating to the applicaibTMA s.41, Cadbury’s alleged
ownership of the colour purple (s.58), and allegegroper amendments to the mark
application (s.61¥?

At the hearing before the Delegate of the RegistaFebruary 2008, both parties
accepted that colour lacked any inherent capagijidtinguish the relevant goods. The
main differences between the parties lay in howetidence of the use of the colours in
guestion by the applicant and others should berpgreéed. From the Delegate’s
perspective, the difficulties for both parties ittempting to establish or maintain their
respective positions in relation to each of theugas were illustrated by the cautionary
words of Finkelstein J in the BP c&%e

"Most objects have to be some colour. So merelyyapp a colour to a product will
not act as an identifier for that product. In deogdwhether colour functions as a
trade mark it is necessary to determine whethettrder has used the colour in a
way that informs the public that the product emasdtom a particular source. Put
another way, colour must be used to distinguishdypects and not as mere
ornamentation or decoration. Moreover, | proposédgin from the premise that in
most cases the public will consider colour as oeratation and not as indicating a
particular origin. For that reason | will requinebstantial evidence to show acquired
distinctiveness or secondary meaning for a singleur ... what is required is the
promotion of the colour itself in a way that it rattts attention, just like the
established institution of advertising, so as tdl¢he public to associate the colour
with the products and services in questitn.”

% Another opposition to registration of the mark Vil by Societe des Produits Nestle SA (Nestte)l @
December 2003. This opposition was settled anddnathin after Nestle had filed its evidence in suppor
and the applicant had filed its evidence in answer.

% Darrell Lea Chocolate Shops v Cadbury (2006) 69 IPR 386

*ibid, 398.

3"BP, above n 16, para 24. Finkelstein J paraddrafers to Kay J's reasoning in (1887) ChD 118, 1
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Darrell Lea’s basic argument was that the colouplguwas not inherently adaptable to
distinguish Cadbury's products as it is a coloat #iso evokes images of “richness” or

“luxury” that other chocolate/confectionary manutaers used for their packaging.

Cadbury in reply submitted that purple had featyseaiminently and continuously on

Cadbury's boxed chocolates and moulded plain niilbcolate blocks for many years,

and that, at the time of filing, the particular daaof purple as applied to Cadbury's
chocolate blocks and boxed chocolates had acqudistohctiveness. Most Australians

who bought the products would "have instantly rexeed the colour purple ... without

further reference to any other trade mark whichhnltave appeared on the label”. The
mark in the particular shade had served the funatioidentifying Cadbury as the trade
source of these products.

The Delegate determined that Cadbury’'s use of theuc purple as a trade mark, as the
substantial colour of its packaging, was in fagiatde of distinguishing at the filing date,
but only in respect of moulded block milk chocolated boxed milk chocolate bonbons.
However, these were the only products to whichrttaek applied, since the colour had
not been used on Cadbury's other goods as theastibstolour of packaging until after
the filing date. The use, and acquired distinetess, was such that it could not be taken
to be capable of distinguishing in respect of "ailate" in general. It was not
appropriate therefore that the application be teggsl in respect of "chocolate” generally
in Class 30.

The Delegate also determined that the applicatias wrongly amended in terms of
TMA s.62 in respect of the amendments deemed sutizdtas made to the application.

Accordingly, he refused to register the marks acified on the application. However,
he was prepared to allow registration if Cadbung \weepared to amend the application
so that:
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- the goods were confined to "Block chocolate; lmbgleocolates.
- the shade of purple was that “approximated bgrezfce PMS 2685c in the 1997-
1998 Pantone Colour Formula Guide and used asuttstastial colour of packaging

in relation to the nominated good§."

The Delegate suggested that the outcome of thisdrovas perhaps a draw — “to this
extent, although the opponent has established gfostion, both parties might be
regarded as having had a measure of sucéess.”

This decision by the ATMO is quite similar to theasion by the New Zealand
Intellectual Property Office (IPONZ), where Cadbargpplication to register purple as a
trademark in relation to block chocolate and chaiolin bar or tablet form received
opposition from a local confectionary manufactdferThe IPONZ Commissioner held
that while it was difficult to show distinctivenessa single colour, it was not impossible.
The difficulty was especially pronounced in Cadbairyase, since the colour mark had
been substantially used in conjunction with otheore traditional, trademarks. That said,
Cadbury was able to demonstrate use of the coleerr an extended period of time (since
the 1920s). It could also show a concerted stratiegersuade the public that the colour
functioned as a badge of origin for chocolate, aratket surveys established that the
public did in fact associate the colour purple wi@adbury. Accordingly, the
Commissioner granted registration as applied predamiy to the packaging of block
chocolate, but also required amendment of thermalgpplication to clearly establish the

particular Pantone shade of purple.

While Cadbury has been pursing registration throhghATMO, albeit with only limited
success, it has been also striving to reinforcel#sn to ownership and exclusive use of

the colour purple by waging litigation war agaiBstrrell Lea on another front.

% Darrell Lea, above n 35, 408-9.
*bid.
40|PONZ T26/2004, 5 October 2004, 32.
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In April 2006, Cadbury brought an action in the &ed Court alleging that Darrell Lea
had engaged in misleading and deceptive conducbmtravention of ss.52, 53(c) and
53(d) of theTrade Practices Act (1974(Cth) (TPA)* Cadbury asserted that it had
"substantial, exclusive and valuable reputation godd will” in the so-called colour

“Cadbury Purple”, and Darrell Lea’s use of the cwlavould mislead consumers to
mistakenly conclude that Darrell Lea products w€ealbury products, or that Darrell
Lea itself or its products had some form of asgmravith Cadbury*?

The trial judge, Heerey J, found that there wasidevawareness amongst Australian
consumers of the use by Cadbury of a dark purpleucoin connection with the
marketing, packaging and presentation of certagtalate products particularly Cadbury
Dairy Milk and other block milk chocolate productand as a corporate colour.
Cadbury’s use of purple in marketing, advertisimgl @romotion was, and was seen by
consumers to be, inextricably bound up with its eanit was also noted that Cadbury
never uses the colour purple in isolation, and awsokets many chocolate products
which have little or no purple in their packaging.

The fact that Cadbury had not consistently enfoiitedlleged exclusive reputation on
third parties was played upon by Darrell Lea, demment from the trial judge, and
substantially weakened Cadbury’s argumiént.Other chocolate manufacturers and
traders have for many years used a similar shageigie, with Cadbury’s knowledge

and at times concurrence - in particular, Cadbumyesn competitor Nestle with its Violet

1 Cadbury Schweppes Pty Ltd v Darrell Lea ChocoldiepS Pty Ltd (No. 42006] FCA 446 (27 April
2006)

*2|bid, para 1.

“3ibid, paras 52-68. Examples of inconsistency jole at the trial included: Cadbury objective avhi
after negotiation (Hunter Valley Chocolate); notffier action after initial demands ignored (Alpha);
backing off after demands firmly resisted (Magice@h Federal Court proceedings initiated (Kenman
Kandy (1990), Willow Confectionary and others (1893ntrack (2003), and “Co-existence Agreement
(Nestle (2005)).
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Crumble Bars, Polly Waffle Bars and number of itsew producté? A number of Nestlé
products were the subject of an agreement betweeGadbury UK and the Nestle Swiss
parent companies, by which Cadbury agreed to allestle to continue to using a purple

packaging for these major lines in particular withobjection.

His Honour found that Cadbury and Darrell Lea wesenpetitors in the retail chocolate
market, and each had distinct identities in theketaplace. Cadbury did not own the
colour purple and did not have an exclusive repurtain purple in connection with
chocolate. Darrell Lea was entitled to use pumpteany other colour, as long as it did not
convey to the reasonable consumer the idea tloatiis products have some connection
with Cadbury.  Accordingly, Cadbury’s substantivéaim of passing off and

contravention of TPA s.52 were dismiséed.

In the course of the trial, Heerey J refused toiadaome affidavits and expert opinion on
consumer behaviour tendered on behalf of Cadffurgadbury appealed to the Full
Federal Court, which held that the evidence wasgigorefused, set aside the judgment
and remitted the matter back for further heafihgSubsequently Cadbury brought a
motion before the same court asking that its previorder be varied, that the matter be
remitted for a hearinge novo and that the trial judge excuse himself on treugd of
apprehended bias. The Full Court dismissed théom&t On 16 August 2007, Heerey J

* The “Co-Existence Agreement” between Cadbury (g Nestle (Switzerland) was executed by
Cadbury on 9 December 2005. The recitals to theeagent acknowledge that the parties have
registered and are using similar marks for choeddaid similar goods in Australia and New Zealandl an
that to "avoid confusion in the minds of the pulditd to settle the various oppositions to eachristhe
marks which the parties have filed" the partieshwis enter into a "trade mark co-existence agreémen
concerning their respective uses of certain ofrthearks in Australia and New Zealand". Cadbury's
obligations include (cl. 2.1.5) that it will "...nobject to the continued use by Nestlé in Ausirali the
Violet Crumble, Wonka, Quality Street and Polly W&afset Ups in respect of the Goods in Australia”

> Cadbury, above n 41, para. 121 (the trial judginent

6 Cadbury Schweppes Pty Ltd v Darrell Lea ChocoldiepS Ltd[2006] FCA 363, and [2006] FCA 386
(31 March and 7 April 2006) (the evidence & affidaulings)

4" Cadbury Schweppes Pty Ltd v Darrell Lea ChocoléiepS Pty Ltd2007) [2007] FCAFC 70 (21 May
2007) (the first Full Court judgment).

8 Cadbury Schweppes Pty Ltd v Darrell Lea ChocoldiepS Pty Ltd (No 2[2007] FCAFC 102 (9 July
2007) (the second Full Court judgment).
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again heard the matter, gave grounds for dismisfiegevidence and again dismissed
Cadbury’s appedf.

The latest state of play in the Cadbury colour ugaga has been an application by
Cadbury for leave to appeal to the High Court agfaso much of the orders of the Full
Federal Court as ordered that the matter be raiiibethe trial judge for further
hearing® On 30 August 2007,Gleeson CJ and Hayne J dischibse application, not
being persuaded that it was in the interests dicgisn this case that there be a grant of
special leave to appeal. Nor were they persudusdan appeal to the High Court would

enjoy sufficient prospects of success to warragraat of special leave.

Notwithstanding this latest setback, the purpleagagy still continue, with Cadbury still
having the option of appealing against the 2006ist@t of the ATMO on its mark
registration application. The reflections by KirByduring the BP special leave hearing
on a possible future appearance of Cadbury in tigh Bourt may be yet shown to be

prescient.

VI CONCLUDING REMARKS

The recent litigious battles between heavyweigh®saBd Woolworths over the colour
green, and “goliath” Cadbury and “david” Darrelldever the colour purple as a trade
mark, highlight the strict interpretative and cans#ive approach taken by the ATMO
and the Australian courts in respect of the regslity of a single and multiple colours
as trade marks. They also establish new benchnrarespect of the required burden of

proof required of applicants to establish acceptaldgrees of capacity to distinguish,

9 Cadbury Schweppes Pty Ltd v Darrell Lea ChocoldiepS Pty Ltd (No 5R007] FCA 1245 (16 August
2007) (the second trial judgement).

% Cadbury Schweppes Pty Ltd v Darrell Lea ChocolaiepS Pty Lt2007] HCATrans 468 (30 August
2007).
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inherent adaptability and unique association askraa required under TMA ss.41(3),
(41(5) and 41(6).

What seems clear after both the BP and Cadbunsidasi is that an application for a
single colour mark under s.41(3) or s.41(5) is modikely to be registered unless also
accompanied by peculiar and particular circumstarstgrounding that application and
the nature of the goods and services to which imherently adapted. A single colour
applied to the surface of goods that are normailgpuwred will generally be regarded as
being devoid of inherent adaptation to distinguéshd the provisions of s.41(6) will need
to apply. In both the BP TMA case and the Cadlpagsing off case, the courts have re-
stated the Philmac principles concerning the litiates on single color marks. And the
ATMO have reinforced the Philmac principles by irmarating them in its Trade Marks

Procedures Manual.

But this is not to say that the volume of singléooo and composite colour applications
currently before the ATMO are doomed to rejectidh.has been suggested that single
colour applications with the greater chance of sascwill those with a colour coming
“out of left field” in the context of the goods services concerned, or striking colours far
removed from those colours naturally occurring aémmonly produced in the

manufacturing proce¥s- such as red tipped bananas or pink insulatitts ¥a

However, as again illustrated by the BP and Cadbases, the ATMO and the courts
will not resile from imposing exacting and stringstandards concerning the scope and
description of the nature of the mark for which isé@tion is sought. The BP and
Cadbury cases have both shown that colour apgitatthat are generic or broad in

scope will be refused if there is any doubt in thieds of the ATMO or the courts as to

1 McCutcheon, above n 4, 33.

2 ATMO application No. In 2003, QLD banana groweadB p/l, was granted registration as a mark for the
colour red for end-dipped bananas to indicatettieat were bio-friendly produced. Fada has sincéana
application for blue-tipped and green-tipped basaoa similar grounds. One awaits purple-dipped
bananas.
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their exact nature and application. It is intaresto note in this regard that, while the
ATMO neither publicly supports nor insists on, thee of any specific colour
identification system, compliance with a systemhsas Pantone for the sake of exactness
is becoming more and mode rigeur.

And as occurred in both the Veuve Cliquot and Padmregistrations, the ATMO will not
hesitate to require amendments to applications evtiexy consider such course of action

necessary as a pre-condition for approval for &mar

What also emerges from both cases is that the auilit give close scrutiny of market
surveys and expert advice, and take a somewhalifehview of survey generalizations
without critical substantiation, integrity and iqadence. Both BP and Cadbury placed
significant weight on market surveys and experinmm to reinforce their claims of
acquired association with their respective produdtwever, in both cases the courts
gave little weight to their conclusiveness for fheposes of TMA s.41(6). Heerey J
initially ruled expert opinion as inadmissible; whiund to have erred in law by such
ruling, he nevertheless subsequently soundly digeauthe opinion. Similarly, the Full
Federal Court was critical of the BP market surgaythe colour green, finding that it
tested consumer recognition of a trade mark otiar that sought by BP, as the stimulus

used as a survey did not include other colours gnean’’

The position of the ATMO and the courts is in esserunchanged - that a
single coloumpplied to the goods or packaging of the goodsiwidlmost all cases have
a very low level of inherent adaptation to distirsfu Accordingly, there is a heavy onus
on the applicant to show that tbelour uniquely distinguishes the applicant's goods

services.

*Woolworths v BFF2006] FCAFC 132, 115. See also Thompson C, &alsa8, “How Green is My Trade
Mark?: Woolworths v BP"European Intellectual Property Revie2007, 29(1), 29-35
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